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REMARKS/ARGUMENTS 

The Applicant respectfully requests review of all pending rejections because the 
Office Action has not established a prima facie case of obviousness with respect to any rejection. 
The cited references do not teach or suggest the claim elements and the Office Action has not 
provided a motivation that would lead one of skill in the art to combine the references to make 
the Applicant's claimed invention. 

All Limitations Not Taught Or Suggested 

The Advisory Action confirms that Zingher is cited for teaching "a seed-based 
data generation module . . . configured to generate an output datum . . ., wherein the output 
datum is a function of the input access code, and . . . wherein for at least one input access code 
not equaling said user's access code, said seed-based data generation module generates an 
invalid output datum having said appearance of said user's confidential datum." The final Office 
Action and Advisory Action appear to equate the Applicant's claimed "output datum" to 
Zingher' s message displayed on an ATM stating "Your Request Exceeds the Maximum 
Allowable Withdrawal at this Machine." The final Office Action states that "the output datum 
has the appearance of the user's confidential datum since the system does not provide the actual 
amount that is available and there appears like the confidential datum, but is invalid" (final 
Office Action, p. 4). The Advisory Action states that this output datum has the appearance of the 
user's confidential datum "because it is not the correct value of the funds available are not the 
funds shown, instead it is a value presented as a response to the false PIN and is therefore a 
function of the false PIN" (Advisory Action, p. 2). Neither of these statements explain how a 
false message has the appearance of the user's confidential datum. Hence, the Applicant 
maintains that the cited references do not teach or suggest "an invalid output datum having said 
appearance of said user's confidential datum." All pending independent claims are, therefore, 
believed to be allowable, at least for this reason. 

If, however, the rejection is maintained and the interpretation that the displayed 
message taught by Zingher is equivalent to the Applicant's claimed invalid output datum having 



Page 2 of 4 



Application No. 09/874,795 

Pre -Appeal Brief Request dated May 31, 2007 



PATENT 



an appearance of the user's confidential datum, then a number of dependent claims are 
allowable. For example, claims 4, 5, 23 and 34 are allowable because the displayed message 
does not have the appearance of an asymmetric cryptographic key; claim 6 is allowable because 
the displayed message does not have the appearance of a symmetric cryptographic key; and 
claim 15 is allowable because the displayed message does not have the appearance of a private 
key. Hence, even if the interpretation of an invalid access code having the appearance of the 
user's confidential datum holds, then claims 4, 5, 6, 15, 23 and 34 should be allowed. 

No Motivation to Combine References 

The Applicant maintains that there exists no motivation to combine Pavlov and 
Spratte. Pavlov relates to a device for concealing an account number, Spratte relates to secure 
communication. One skilled in the art would not be motivated to combine these two references, 
since the references are directed to different areas of endeavor. The Office Action states that one 
would be motivated to combine the references because to do so would "create keys that meet 
export conditions, but are unique enough to make them difficult to hack." The Applicant is 
unable to determine what this has to do with Pavlov. It appears that this motivation is based on 
hindsight reasoning provided by the Applicant's specification. Moreover, the record has not 
established that the alleged motivation existed at the time of the Applicant's invention. Hence, 
the stated motivation is invalid, and all independent claims are believed to be allowable for at 
least this additional reason. 

Further, no motivation exists to add Zingher to the combination. Zingher is 
directed to an entirely different endeavor from either Spratte or Pavlov. More importantly, the 
motivation cited by the Office Action has nothing do to with combining Zingher with Pavlov 
and/or Spratte to supply the missing elements. Again, the motivation appears to rely on 
hindsight reasoning provided by the Applicant's specification. Further still, the record has not 
established that the alleged motivation existed at the time of the Applicant's invention, and all 
pending claims are believed to be allowable for at least this additional reason. 
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Conclusion 



In view of the foregoing, the Applicant respectfully requests withdrawal of the 
rejections and issuance of a formal Notice of Allowance. 

If the Examiner believes a telephone conference would expedite prosecution of 
this application, please telephone the undersigned at 303-571-4000. 

Respectfully submitted. 



Date: Mav31.2007 /Irvin E. Branch/ 

Irvin E. Branch 
Reg. No. 42,358 

TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center, Eighth Floor 

San Francisco, CA 94 111 -3 834 

Tel: 303-571-4000 

Fax: 415-576-0300 
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